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REMARKS 

Applicants have considered the office action mailed March 15, 2005 in connection 
with the above-identified patent application. 

Applicants also take this opportunity to request that the Examiner takes note of the 
current attorney docket number (60937-0129) for the instant application. 

Substance of Telephonic Interviews 

Applicants thank the Examiner for courtesies extended during telephonic discussions 
held on April 19, 26, and 27, 2005, and May 17, 2005. The following is Applicants' 
statement of the substance of those discussions. 

Applicants discussed with the Examiner the nature of the rejections over one or more 
cited references in the office action mailed March 15, 2005. In particular, Applicants sought 
to clarify whether the rejections were being made under 35 U.S.C. § 102 or 35 U.S.C. § 103. 
Applicants also requested that the Examiner consider proposed claim amendments and now 
thank the Examiner for his remarks thereon. 

Specifically, Applicants thank the Examiner for raising his concerns that the aerosol 
art might be implicated by various forms of claim. This issue is addressed further 
hereinbelow. Applicants also thank the Examiner for calling attention to a Japanese patent 
abstract previously cited to the Office; Applicants provide herewith, on a Supplemental 
Information Disclosure Statement, a copy of a translation thereof. 

Amendments to the Claims 

Claims 1^17, 49, 50, 52-59, and 61-100 are pending in the instant Application. 
Applicants amend all claims herein to recite, respectively, "compositions", in place of "foam 
compositions." Applicants also amend claims 55, 92, and 98, to correct various 
typographical errors in chemical names. 

Additionally, Applicants amend independent claims 1, 24, 42, 62, 68, 75, and 79 to 
recite a composition that is saturated with a gas. Support for this amendment can be found at 
the specification as filed at, for example, page 1 1, lines 14-15. 

Applicants also introduce new claims 101 - 103, reciting various methods. Support is 
found for these claims as follows. 

Claims 101 — 103 recite various methods of treating a substrate with a foam 
composition. In each case, the compositions are supported, through dependency on originally 
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filed claims. The methods are supported generally by the specification as filed at page 13 - 
22, as well as at pages 22 - 32 for specific applications thereof. 

No new matter is introduced by way of these Amendments and, accordingly, entry 
thereof is respectfully requested. 

REJECTIONS OF THE CLAIMS 

Rejections under 35 U.S.C. § 103 

The Examiner has rejected all pending claims, 1^7, 49, 50, 52-59, 61-100, under 35 
U.S.C. § 103(a) as allegedly being obvious over one or more cited references. Before 
addressing the rejections individually, and in light of discussions during the telephonic 
interviews with the Examiner, Applicants take this opportunity to clarify certain threshold 
matters. 

First, the Examiner expressed a concern that certain forms of claim amendment would 
bring the claimed invention into the realm of "aerosol" technologies, for the purpose of 
further searching. Applicants address this, as follows. 

An aerosol is, by definition, a dispersion of a liquid (or a solid) in a gas. By contrast, 
a foam is a dispersal of a gas in a liquid (or a solid). See, e.g., P. W. Atkins, Physical 
Chemistry, (2nd Ed.), (1984), at page 843. A courtesy copy of pages 842-843 is attached 
hereto as an Exhibit for the Examiner's benefit. 

Applicants remind the Examiner that the instant claims, as amended herein, recite a 
composition that is a liquid saturated with a gas. As such, Applicants' recited claims do not 
read on aerosols, even where a composition is sprayed on a surface from an aerosol spray-can 
and subsequently foams, because at no point during the use of an aerosol spray is the 
contained composition saturated with a gas. 

Second, because the reasoning behind the Examiner's rejection is substantially the 
same for all rejected claims, and in the interests of focusing the Examiner's attention on the 
most salient aspects of Applicants' arguments, Applicants first address the Examiner's 
reasoning that is common to all rejected claims before turning to the rejections of individual 
claims. 

Applicants' claims as amended herein recite, variously, "compositions" containing 
differing components, but all of which are saturated with a gas. The Examiner has rejected 
every claim over one or a pair of cited references that purportedly disclose the individual 
compositions. In each case, the cited reference (or references) do(es) "not teach, with 
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sufficient specificity, a foam composition," but instead the Examiner alleges that, because 
each composition "would necessarily have a gas present such as air," it must therefore "have 
the same foam properties as the instant claims." Hence, the Examiner goes on to conclude 
that the compositions in the cited references render obvious the compositions of each pending 
claim. 

Applicants now respectfully traverse the various rejections under 35 U.S.C. § 103(a) 
because a prima facie case of obviousness cannot be made, based on the previously-cited art, 
in respect of the claims as amended herein. (Indeed, Applicants submit that a prima facie 
showing of obviousness could not be made prior to the amendments herein but Applicants 
have amended the claims solely to expedite prosecution and allowance.) Specifically, none 
of the cited references teaches compositions saturated with a gas, as required by the instant 
claims. Applicants respectfully remind the Examiner that, in order to establish a prima facie 
case of obviousness, the PTO must satisfy three basic criteria, the first of which is that the 
cited reference, or references when combined, must teach or suggest each and every 
limitation of the claimed invention. In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 
1974). 

Assuming, solely for the sake of argument, that the non-gaseous components of each 
composition recited in the claims can be found in the respective cited reference(s) upon 
which a rejection is based, a prima facie case of obviousness cannot be made because the 
composition in the references are not saturated with a gas. 

Accordingly, Applicants respectfully submit that the compositions recited in claims 
1-47, 49, 50, 52-59, and 61-100 are not obvious over the cited references, because none of 
the references teaches saturating a mixture of various non-gaseous components with a gas. 

The rejection over Small (Pub. No. 2002/0037820) 

Claims 1-7, 13-18, 21-47, 49, 50, 52-59, 61, 68-80, 82-90, and 92-100 have been 
rejected under 35 U.S.C. § 103(a) as allegedly being obvious over U.S. Patent Application 
publication No. 2002/0037820 to Small, et al ("Small"). Applicants respectfully traverse the 
rejection on the grounds that the Examiner has failed to show that every element of the 
rejected claims is found in the cited reference. 

First, as stated hereinabove, Small does not teach compositions that are saturated with 
a gas. Accordingly, the motivation to saturate with a gas the compositions disclosed in Small 
must come from elsewhere in the art. In the absence of such a motivation or any actual 
evidence thereof, either from a cited reference, or from within the knowledge of an artisan of 
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ordinary skill, Applicants respectfully submit that claims 1-7, 13-18, 21—47, 49, 50, 52-59, 
61, 68-80, 82-90, and 92-100 are not obvious over Small and request that the rejection of 
record be removed. 

The rejection over Torii 

The Examiner has rejected claims 1-4, 7-12, 15-18, and 20-23 under 35 U.S.C. § 
103(a) as allegedly being obvious over U.S. Patent No. 5,972,862 to Torii, et al ("Torii"). 
Applicants respectfully traverse the rejection on the grounds that the Examiner has failed to 
show that every element of the rejected claims is found in the cited reference. 

First, Torii does not teach a composition that is saturated with a gas. Accordingly, the 
motivation to do so with the compositions disclosed in Torii must come from elsewhere in 
the art. In the absence of such a motivation, either from a cited reference, or from within the 
knowledge of an artisan of ordinary skill, Applicants respectfully submit that claims 1—4, 7— 
12, 15-1 8, and 20-23 are not obvious over Torii and request that the rejection of record be 
removed. 

The rejection over Cheng 

The Examiner has rejected claims 1-7, and 15 under 35 U.S.C. § 103(a) as allegedly 
being obvious over U.S. Patent No. 6,235,693 to Cheng, et al ("Cheng"). Applicants 
respectfully traverse the rejection on the grounds that the Examiner has failed to show that 
every element of the rejected claims is found in the cited reference. 

The compositions disclosed in Cheng are not saturated with gases. Accordingly, the 
motivation to create such saturated compositions must come from elsewhere in the art. 
Without such a motivation, either from a cited reference, or from within the knowledge of an 
artisan of ordinary skill, Applicants respectfully submit that claims 1-7, and 15 are not 
obvious over Cheng and request that the rejection of record be removed. 

The rejection over U.S. Pat. No. 6,248, 704 to Small 

The Examiner has rejected claims 1-12 under 35 U.S.C. § 103(a) as allegedly being 
obvious over U.S. Pat. No. 6,248,704, to Small, et al, ("the '704 patent"). Applicants 
respectfully traverse the rejection on the grounds that the Examiner has failed to show that 
every element of the rejected claims is found in the cited reference. 

The '704 patent is silent as to compositions saturated with gases. Accordingly, the 
motivation to saturate with a gas the compositions disclosed in the '704 patent must come 
from elsewhere in the art. Since no such motivation can be found, either from a cited 
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reference, or from within the knowledge of an artisan of ordinary skill, Applicants 
respectfully submit that claims 1-12 are not obvious over the '704 patent, and request that the 
rejection of record be removed. 

The rejection over Honda 

The Examiner has rejected claims 79, 80, 82, and 84-100 under 35 U.S.C. § 103(a) as 
allegedly being obvious over U.S. Pat. No. 5,798,323 to Honda, et al. ("Honda"). Applicants 
respectfully traverse the rejection on the grounds that the Examiner has failed to show that 
every element of the rejected claims is found in the cited reference. 

The compositions of Honda are not saturated with gases. Accordingly, the motivation 
to saturate with a gas the compositions disclosed in Honda must come from elsewhere in the 
art. Since there is no such a motivation, either from a cited reference, or from within the 
knowledge of an artisan of ordinary skill, Applicants respectfully submit that claims 79, 80, 
82, and 84-100 are not obvious over Honda, and request that the rejection of record be 
removed. 

The rejection over Brigham 

The Examiner has rejected claims 62-67 under 35 U.S.C. § 103(a) as allegedly being 
obvious over U.S. Patent Application Publication No. 2003/0073593 to Brigham, et al 
("Brigham"). Applicants respectfully traverse the rejection on the grounds that the Examiner 
has failed to show that every element of the rejected claims is found in the cited reference. 

Brigham is silent as to saturating compositions with a gas. Accordingly, the 
motivation to do so to the compositions disclosed in Brigham must come from elsewhere in 
the art. In the absence of such a motivation, either from a cited reference, or from within the 
knowledge of an artisan of ordinary skill, Applicants respectfully submit that claims 62-67 
are not obvious over Brigham, and request that the rejection of record be removed. 

The rejection over U.S. Pat. No. 6,248, 704 in view ofSkee 

Claim 81 stands rejected under 35 U.S.C. § 103(a) as allegedly being obvious over the 
'704 patent in view of U.S. Pat. No. 5,989,353 to Skee, et al. ("Skee"). Applicants 
respectfully traverse the rejection on the grounds that the Examiner has failed to show that 
every element of the rejected claims is found in the cited references. 

As stated hereinabove, both the '704 patent and Skee are silent as to saturating liquid 
compositions with a gas. Accordingly, the motivation to saturate the compositions disclosed 
in the '704 patent and Skee with a gas must come from elsewhere in the art. Again, without 
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such a motivation, either from a cited reference, or from within the knowledge of an artisan 
of ordinary skill, Applicant respectfully submits that claim 81 is not obvious over the 
combination of the '704 patent and Skee, and request that the rejection of record be removed. 

The Double Patenting Rejection 

Claims 1-23 have been rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 10 of Cheng, and over claims 21 and 
22 of the '704 patent. Specifically, the Examiner has asserted that the instant claims are not 
patentably distinct from the identified claims in Cheng and in the '704 patent because it 
would, in the Examiner's view, have been obvious to one of ordinary skill in the art to 
formulate a foam composition containing the components recited in the instant claims. 
Applicants respectfully traverse the rejection. 

As is set forth in the MPEP, "any analysis employed in an obviousness-type double 
patenting rejection parallels the guidelines for analysis of a 35 U.S.C. § 103 obviousness 
determination In re BraaU 937 F.2d 589, 19 USPQ.2d 1289 (Fed. Cir. 1991). (see MPEP § 
804 II B 1). Accordingly, Applicants respectfully traverse the rejection based upon the 
arguments employed with respect to the respective rejections under 35 U.S.C. § 103(a) set 
forth herein. 

The rejected claims recite compositions saturated with a gas. For reasons discussed 
hereinabove, both the '704 patent and Cheng are silent as to saturating their various 
formulations with a gas. Accordingly, the motivation to saturate the compositions disclosed 
in the '704 patent and Cheng with a gas must come from elsewhere in the art. Since no such 
motivation can be found, either from the cited references, or from within the knowledge of an 
artisan of ordinary skill, Applicants respectfully submit that claims 1-23 are not obvious over 
claim 10 of Cheng, or over claims 21 and 22 of the '704 patent, and request that the rejection 
of record be removed. 

CONCLUSION 

In view of the above remarks, Applicants respectfully submit that the subject 
application is in good and proper order for allowance. Withdrawal of the Examiner's 
rejections and early notification to this effect are earnestly solicited. 

If, in the opinion of the Examiner, a telephone conference would expedite the 
prosecution of the subject application, the Examiner is encouraged to call the undersigned at 
(650) 843-4000. 
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No fee is believed owed in connection with filing of this amendment and response. 
However, should the Commissioner determine otherwise, the Commissioner is authorized to 
charge any underpayment or credit any overpayment to Morgan, Lewis & Bockius llp 
Deposit Account No. 50-0310 (ref. 60937-0129) for the appropriate amount. A copy of this 
sheet is attached. 



Respectfully submitted, 

Date: June 15, 2005 56,637 

Richard G. A. Bone (Reg. No.) 

for Victor N. Balancia (Reg. No. 31,231) 

MORGAN, LEWIS & BOCKIUS LLP 

2 Palo Alto Square 

3000 El Camino Real, Suite 700 

Palo Alto, California 94306 

Tel. (650) 843-4000 



Attorney docket no. 60937-0129 
1 -PA/35473 16.1 



-20- 



Serial no. 10/060,109 



Exhibit 

Accompanying Amendment and Response under 37 C.F.R. §1.111, 

mailed June 15, 2005 



P. W. Atkins, Physical Chemistry, (2nd Ed.), (1984): Title page, and pages 842 and 843 
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In preparing the second edition of this book I have taken into account 
the advice I have received from readers throughout the world. The principal 
changes include a revised introduction to thermodynamics, a strengthening 
of the sections on quantum theory and molecular structure, and an entirely 
new chapter on macromolecules. I have also brought up to date the 
sections on X-ray diffraction, magnetic resonance, and surface chemistry. 
Wherever possible I have simplified the notation and the presentation, 
particularly in the sections on electrochemistry. The chapters on statistical 
thermodynamics have been restructured into a simpler form. Every section 
of the original edition has been reconsidered in order to improve the 
presentation, introduce modern material, or to simplify the notation 
without loss of rigour. The illustrations have been revised and the visual 
presentation of the material has been improved in a variety of ways, 
including the use of computer graphics in a novel format. All the Tables, 
Problems, Examples, and Further Reading entries have been reconsidered 
in detail. Throughout the revision, however, I have aimed to retain the 
level of presentation of the first edition, and to preserve its style and 
approach. 

I owe a considerable debt to all those who wrote to me with comments 
either on the first edition or on the draft of the second. Extensive sections 
of the latter were commented on by W. J. Albery (London), A. D. 
Buckingham (Cambridge), A. J. B. Cruickshank (Bristol), A. A. Denio 
(Wisconsin), R. A. Dwek (Oxford), A. H. Francis and T. M. Dunn 
(Michigan), D. A. King (Liverpool), G. Lowe (Oxford), M. L. McGlashan 
(London), J. Murto (Helsinki), M. J. Pilling (Oxford), C. K. Prout (Oxford), 
H. Reiss (UCLA), H. S. Rossotti (Oxford), J. S. Rowlinson (Oxford), W. A. 
Wakeham (London), D. H. Whiffen (Newcastle), J. S. Winn (Berkeley), 
and M. Wolfsberg (Irvine) and I am grateful to them all. I should also 
like to thank the following, who made particularly helpful comments on 
the first edition, and whose remarks have been built into this: M. D. 
Archer (Cambridge), L. Brewer (Berkeley), D. H. Everett (Bristol), D. 
Husain (Cambridge), R. M . Lynden-Bell (Cambridge), I. M . Mills(Reading), 
and A. D. Pethybridge (Reading), as well as those others whom I have 
acknowledged privately. The correspondence with my translators, K. P. 
Butin (Moscow), G. Chambaud (Paris), H. Chihara (Osaka), M. Guardo 
(Bologna), and A. Hopfner (Heidelberg), has been a particularly fruitful 
source of advice. 

Finally, I should like to thank Judith Adam, who helped to prepare 
this edition, Caron Crisp, who typed it accurately and always on time, 
Daniel James, who provided the computer graphics, and the officers of 
both Oxford University Press and W. H. Freeman and Co. who, as always, 
have done so much by way of support and encouragement. 
Oxford 1981 P.W.A. 
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The structures and properties of macromolecules 



of two or more polypeptide chains. The possibility of such quaternary 
structure often confuses the determination of their molar masses (since 
different techniques might give values differing .by factors of 2 or more). 
An example is haemoglobin which has four chains. 

Protein denaturation can be brought about by; a variety of different 
means and different aspects of their structure may be affected. The 
permanent waving of hair, for example, is reorganization at the quaternary 
level The protein that constitutes hair is a form of keratin, and its 
quaternary structure is thought to be a multiple helix, with the a-hehces 
bound together by disulphide links and hydrogen bonds. Although there 
is some dispute about the actual structure, the crucial feature for the 
present discussion is the existence of the links.;The'prqcess of permanent 
waving consists of disrupting thenv unravelling the keratin quaternary 
structure, and then reforming it into a more fashionable disposition The 
'permanence' is only temporary, however, because, the structure of the 
newly produced hair is governed by genetic information. Incidentally, 
normal hair grows at a rate that requires at least 10. twists of the keratin 
helix to be produced each second, and so close, inspection of the human 
scalp would show it to be literally writhing with activity. 

Denaturation at the secondary level is brought about by agents that 
destroy hydrogen bonds. Thermal motion may be sufficient, in which case 
denaturation may be regarded as a type, of intramolecular melting. When 
eggs are cooked the albumin is denatured irreversibly and the protein 
collapses into a structure resembling a random coil. The helix-coil 
transition is sharp, like ordinary melting. This is because it is a cooperative 
process: when one hydrogen bond has been broken it is easier to break 
its neighbours, and then even easier to break their neighbours, and so on. 
The disruption cascades down the helix, and the transition occurs sharply. 
Denaturation may also be brought about chemically. For instance a 
solvent that forms stronger hydrogen bonds than those within the helix 
will compete successfully for the NH and CO groups of the links. 
Denaturation also occurs in acids, as a result of protonation, or m bases, 
as a result of the deprotonation of various functional groups. All these 
processes, including minor conformational changes stopping short of full 
denaturation, can be investigated using the techniques described earlier 
in the chapter. 



24.3 Colloids 

Colloids are dispersions of small particles of one material in another. 
'Small' means something around or less than about 500 nm in diameter 
(about the wavelength of light). In general they are aggregates of numerous 
atoms or molecules, but they are normally too small to see with an ordinary 
optical microscope. They pass through most filter papers, but can be 
detected by light scattering, sedimentation, and osmosis. The name given 
to the colloid depends on the nature of the two phases involved: 
Sols are dispersions of solids in liquids (such as clusters of gold atoms 
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in water), or of solids in solids (such as ruby glass, which is a gold in glass 
sol, and achieves its colour by scattering). 

Aerosols are dispersions of liquids in gases (like fog and many sprays) 
and of solids in gases (such as smoke). The particles are often large enough 
to be seen under a microscope. 

Emulsions are dispersions of liquids in liquids (such as milk). Sometimes 
foams, which are dispersals of gases in liquids (as in beer) or of gases in 
solids (such as pumice) are also included in the classification, but their 
^ inclusion is tidy rather than helpful. Aspects of foams were treated in 

^ Chapter 8. .■■ 

A secondary classification of colloids is into lyophilic (solvent attracting) 
and lyophobic (solvent repelling) varieties. When the solvent is water the 
CC appropriate terms are hydrophilic and hydrophobic respectively. Lyophobic 

Br colloids include the .metal sols; lyophilic colloids generally have some 

"Sfc chemical identity with the solvent, such as hydroxyl groups, and so on, 

which are able to form hydrogen bonds. A gel is a semi-rigid mass of a 
- lyophilic sol in which all the dispersion medium has been" absorbed by 

the sbl particles; 

Preparation and purification. Preparation can be as simple as sneezing (which pro- 
^ duces an aerosol). Laboratory and commercial methods make use of a 

sx variety of techniques. Material may be ground in the presence of the 

a dispersion medium (for instance, colloidal dispersions of quartz may be 

(C produced in this way). Electrical methods are available. For instance, 

V , . passing a heavy current through an electrolytic cell : may lead to the 

crumbling of the electrode into colloidal particles, and arcing between 
to metal 1 electrodes beneath ;the surface of the support medium can do so 

A :»'..- too. Alkali metal sols in organic solvents may be prepared in this way. 

. Chemical precipitation sometimes leads to the formation of a colloidal 
*'ir-/ precipitate. Likewise, a precipitate may be dispersed, by the addition of a 

di\\- third substance, a peptizing agent. Silver iodide may be dispersed into a 

colloidal suspension by peptization with either potassium iodide or silver 
rrv: nitrate:- Clays may be peptized by alkalis, the OH ~ ion being the active 

Vf'. ' agent. - •■>■ ; ' - • ".'■} ■ >: 

•r. i • Emulsions are normally prepared by shaking the two. components 

together, although some kind of emulsifying agent has to be<used in order 

to stabilize the product/The emulsifier is either a soap (a long chain fatty 
2*v acid), a detergent, or a lyophilic sol able to form a protective film around 

J, > * »'« the dispersed phase. In the case of milk, which is an emulsion of fats in 
c* : water, the emulsifying agent is casein, a protein containing phosphate 

■V; . groups; That casein is riot wholly successful in stabilizing milk is apparent 

< ' from the formation of cream on the. surface: the dispersed fats coalesce 

<> into oily droplets which rise to the surface. This may be prevented by 

ensuring that the emulsion is dispersed very ^finely in the first place: violent 
t agitation with ultrasonics brings this 1 about, and the product ! is known as 
r i: ''homogenized milk. ; ; \i • r : * . 

v : > i Aerosols are formed when a spray of liquid is torn apart under the influ- 



